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DETAILED ACTION 

This action is final. 

The application is published application number: 2004/0147913. 
Pending claims are 1-17. Claims 1,10 and 17 are independent. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 1-17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Koblish etal. (5,910,129). 

Parentheticals and non-claim language refer to Koblish 

1 . A surgical ablation instrument (see figure 36-40 and relevant disclosure in col. 21 :47 
through col. 23:10) comprising: a housing (360 and 364) having a longitudinal lumen 
(370), the distal end of the housing being sufficiently flexible to be bent into a loop 
configuration (figures 36 and 39); an ablation element (372) disposable within (depicted 
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in figure 38) the lumen of the housing to ablate tissue at a target site; and a fluid 
channel (376-370-374) within the housing for introducing fluid (from 378) to the ablation 
element during delivery of the ablation energy. 

2. The instrument of claim 1 , wherein the fluid (from 378) is delivered (374) between the 
ablation element (372) and the housing (364). See figures 37-38. 

3. The instrument of claim 1, wherein the housing further includes a handle (18) portion 
at a proximal end. 

4. The instrument of claim 3, wherein the handle portion includes a fluid inflow port (376, 
figure 38) and a fluid carrying lumen (370) for delivering the fluid to the housing (360 
and 364). 

5. The instrument of claim 1, wherein the distal end of the housing includes a fluid 
outflow port (374) for release of the fluid. Also note that 364 is porous. 

6. The instrument of claim 1, wherein the fluid comprises a material (saline, col. 22:10), 
which cools the ablation element during delivery of ablative energy. 

7. The instrument of claim 1, wherein the fluid is a lubricating fluid (saline, col. 22:10). 
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8. The instrument of claim 1, wherein the fluid comprises a physiologically compatible 
fluid (saline, col. 22:10). 

9. The instrument of claim 8, wherein the fluid is saline (saline, col. 22:10). 

10. A method for ablating a target tissue, comprising the steps of: providing a surgical 
ablation instrument comprising a housing having a proximal end, a distal end and a 
longitudinal lumen extending therebetween, the distal end of the housing being 
sufficiently flexible to be bent into a loop configuration, an ablation element disposed 
within the lumen of the housing to ablate tissue at a target site, and a fluid channel 
within the housing for introducing fluid to the ablation element during delivery of the 
ablation energy; positioning the surgical ablation instrument proximate to a 
predetermined tissue site; delivering ablative energy to said distal end of said housing 
through said ablation element, such that said target tissue is ablated without damaging 
surrounding tissue. All anticipated structure addressed prior. The anticipated structure 
yields the above method of use. 

1 1 . The method of claim 10, further comprising the step of introducing a fluid between 
the ablation element and the housing during the energy delivery. See col. 21:65 through 
col. 22:5. 
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12. The method of claim 1 1 , wherein the fluid comprises a material which cools the 
ablation element, and the step of introducing a fluid cools the ablation element during 
delivery of the ablative energy. See col. 21:65 through col. 22:15. The disclosure 
teaches the use of saline during the method of use to establish an electrically 
conductive path. The saline will inherently provide a cooling effect to the activated 
electrode. 

13. The method of claim 11, wherein the fluid comprises a lubricating fluid, and the step 
of introducing a fluid lubricates the ablation element during delivery of the ablative 
energy. See col. 21:65 through col. 22:15. The disclosure teaches the use of saline 
during the method of use to establish an electrically conductive path. The saline will 
inherently provide a lubricating effect to the activated electrode. 

14. The method of claim 1 1 , further comprising the step of irrigating the target site by 
releasing the fluid from the housing into the target site. See col. 22:54-55, "low... liquid 
perfusion is preferred." This refers to irrigation of the target site, although minimal, from 
the housing (364). 

15. The method of claim 10, further comprising the step of repeating the steps of 
positioning and delivering until a composite lesion of a desired shape is formed. The 
Office contends it inherent that the Koblish device would require, due to its looped 
structure, repeating steps of positioning and delivering to create the circumferential 
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lesions in figure 34d. Need be, the Hall patent (6,652,517, figure 15, col. 2:51-55, inter 
alia) will be introduced to prosecution disclosing the literal language of repeated 
advancing and rotating of the ablation element to create a circumferential lesion.) 

16. The method of claim 10, wherein the target site is cardiac tissue (see figure 34d). 

17. A method for ablating a target tissue, comprising the steps of: providing a surgical 
epicardial (col. 20:64-67) ablation instrument comprising a housing having a proximal 
end, a distal end and a longitudinal lumen extending therebetween, the distal end of the 
housing being sufficiently flexible to be bent into a loop configuration an ablation 
element disposed within the lumen of the housing to ablate tissue at a target site, and a 
fluid channel within the housing for introducing fluid to the ablation element during 
delivery of the ablation energy; positioning the surgical ablation instrument proximate to 
a predetermined tissue site; delivering ablative energy to said distal end of said housing 
through said ablation element, such that said target tissue is ablated without damaging 
surrounding tissue. All anticipated structure addressed prior. The anticipated structure 
yields the above method of use. 

Response to Arguments 

In an update search the following was determined, (notwithstanding prior Office 
statements), radiant energy includes RF (with electrodes), microwave, or UV light. This 
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statement is confirmed in US 2003/0158550 Ganz et al. U 0015. (This fact does not 
change the above rejections). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J. Vrettakos whose telephone number is 571-272- 
4775. The examiner can normally be reached on M-F 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C. Dvorak can be reached on 571-272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Pete Vrettakos 
December 26, 2006 
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